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REMARKS 

Claims 12 is pending in the present application. Claini 12 been amended, support fbr 
which can be found at, for example, page 4, lines 20-30; page 5, lines 4- 1 0, 20-30; page 6 lines 20- 
30; page 18, lines 12-13 of tlxe Bpecification, No new matter has beeix added. Upon entry of the 
present amendment, claim 12 will be pending. Applicants respectfully request that the amendments 
to the claims be entered into the record, because the amendments to the claim removes issues for 
appeal (i.e., indcHniieness, anticipation and obviousness rejections). Sec, M.P.E.P. § 714.12. 

I. Summary of the Claimed fnveution 

Applicants' invention is directed to, inter alia, a metliod of identifying a virtual compound 
at lea.st tfuough association of identifying characteristics with each component fragment (hat 
provides a part, of the retrosynthctic analysis ot'ihe compound. 

II. Obvioustness-Typc Double Patenting 

Claim 1 2 is provisionally rejected under tlic doctrine of obviousness-type double patenting 
as allegedly being unpatentable over claims 8 and 9 of U.S. Patent No, 6^253,168 (the "168 patent"). 
Applicants traversy this rejection and re.<,pectrully request reconsideration because the claimed 
invention ifi not obvio\js in view of the 168 patent, Thu 1 68 patent does not claim the identification 
of constituent fragtnents of a source compound. Indeed, the preamble language referenced by the 
Examiner is not directed to identifying, in silico, each compound of a virtual hbrary of compounds. 

Claim 8 of lhel68 patent corresponds to claim 16 as filed in application serial number 
09/076,405 (the application that issued as the 168 patent), included withiti the statement of the 
examiner's reason for allowance of claim 16 (as filed) is the statement; ". . .claim identifies the 
uniquely distinct feature of 'dissecting each of said compounds into fragments; linldng together 
the fragments of each of the coxnpounds; tracking the sequence of linkage for each compound.'" 

Claim 9 of the 168 patent corresponds to claim 17 as filed in application swial number 
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09/076,405 (the application thai issued as the 1 6% patent). Included within the statcnienl of the 
examiner's reason for allowance ftf claim 17 (as filed) is the statement; . ,claim identified tlic 
unique distinct feature of 'representing each of said firagmciits as a transformation wherein each 
transformaliun is a one to one link between a fragment and a reagent used to introduce said 
fragment into one of said compounds...'" 

In the rcstrictiotl requirement of May 20, 2002, tlie examiner said of Group li, "Claims 
1 2, 1 3 (of this application) (are) drawn to method of identifying compounds" and further stated 
"Group II requires steps of adding fragments in synthetic rounds and tracking addition of 
fragments,,," 

In a further restriction requirement, the restriction requirement of Feb. 26, 2003, the 
examiner said of Group IT.1 (claim 12 of this application) "Further, synthesis rounds iti Group 
11. 1 are combinations of fragments. . . " 

In reference to douWc patenting of claim 12 over claim 8 of the 1 68 patent, the "steps of 
adding fragments in synthetic rounds and tracking addition of fragments" wherein the sj^ithetic 
rounds are "combinations of fragment.^" (the examiner's comments pertaining lo claim 1 2 of this 
application) clearly show tliat applicants are not claiming the same subject matters as "dissecting 
each of said compounds into fragments; linking together the fragments of each of the 
compounds; tracking the sequence of linkage for each compound." (the examiner's comments 
pertaining to the "uniquely di.stinct feature" of claim 8 of the 16S patent). Thus there can be no 
double patenting with respect to claim 8 of the 168 patent. 

In reference to double patenting of claim 12 over claim 9 of the 168 patent, the "steps of 
adding fhignients in synthetic rounds and tracking addition of fragments" wherein the synthetic 
rounds are "combinations of fragments" (the examiner's comments pertaining to claim 12 of this 
application) clearly show that applicants are not claiming the same i^ubject matters as 
"represcniing each of said fragments as a transformation wherein each transformation is a one to 
one link between a fragjiienl and a reagent used to introduce said fragment into one of said 
compotmds.," (the examiner's comments pertaining to the "uniquely distinct feature" of claim 9 
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of the 1 68 patent). Thus there can be no double patenting with respect to clinim 9 of the 1 68 
patent. 

For at least the reasons thus presented. Applicants respectMly request ttiat the double 
patenting type obviousness rejection be withdrawn. 

ni. The Claimed Invention Is Not Obvious 

Claim 12 is refected under 35 U.S.C- §103(a) as aUegodly being unpatcmable over the STN 
Expres.s User's Guide (ver-sion 4.0» 1996) (hereinatter, the STN reference*'). The Office Action 
mi$takenly as.<;erts that it would have been prima facie obvious for one skilled in the art to have 
selected a compound from a virtual library of compound.^ according to the teachings of the STN 
reference. Applicants traverse the rejection and respectfully request reconsideration because the 
STN reference does not disclose methods for dissccling in silico a compound of a library. Moreover, 
even if one of ordinary skill in the art were to use the STN reference a$ directed by the Examiner, 
the claimed method would not be followed, 

rlie STN reference does not disclose method.*; of dissecting a viitiial compound into 
constituent fragments. The STN reference does not disclose methods of characteri/ing constituent 
fragments according to reagents and conditions necessaiy to synthesize the source compoimd. 
Moreover, the STN rtisference does not disclose methods of storing, in sequentiat synthesis rounds, 
the constituent fragments, including associated chemical attachments sites, reaction conditions and 
ryagents. 

Thus, the claimed invention is not obvious in view of the STN reference. Accordingly, 
Applicants respectfully request that the rejection under 35 U.S.C, § 1 03(a) be withdrawn. 

IX. Cunclusion 

In view of the Ibrcgoing, Applicants respectfully submit that the claims are in condition Ibr 
allowance. An early notice of the same is earnestly solicited. The Examiner is invited to contact 
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Applicants' undersigned representative at (619) 685-1708 if there are any questions regarding 
Applicaiits' claimed itjvention. 




Respectllilly submitted. 



Ken I'arbet, Ph.D. 
Registrattou No. 43»18I 



Dale: October 20, 2003 



COZEN O'CONNOR 
1900 Market Street 
Philadelphia, PA 19103-3508 
Telephone: (619) 685-1708 
Facsimile: (866) 765-8603 



CENTRAL FAX CENTER 
OCT % I 2003 
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